01/11/2010 16:46 7037612375 



MC GINN IP LAW 



PAGE 27/34 



Serial No. 10/617,353 25 
Docket No. MA-580-US 

REMARKS 

Entry of this response under 37 CJF.R. §1.116 because no new claims or issues arc 
raised and the only clainn ainendments being existing dependent claim matter being brought 
into the independent claims. 

Claims 1, 2, 5-12, 18, 20-22, 49-51, 56, 57, 60, 65-.76, 78-82, 84, 89, 90» and 93 are 
pending in the application. Claims 1 9 and 77 have been cancelled while the subject matter 
therein has been incorporated into claims 1 , 2, 49, 50, 51, 56, 57, and 60, respectively. 
Withdrawn claims 98-1 09 have been cancelled without prejudice to or disclaimer of the 
subject matter contained therein* 

Applicant gratefully acknowledges the Examiner's indication that claims 76 and 81 
would be allowable if rewritten in independent fonn. Applicant has amended these claims 
into independent form and, accordingly. Applicant submits that aU the claims are allowable. 

Claims 1, 5-12, 18-22, 84, 89, and 90 stand rejected under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject maner that Applicant regards as the invention. 

ClairRs 82, 84, 89, 90, and 93 stand rejected under 35 U.S.C* § 1 01 , for being 
directed to non-statutory subject matter. 

Claims 2, 4% 51, 56, 60, 65, 67, 69, 82, 84, 89, knd 93 stand rejected under 35 
§ 102(e) as being anticipated by Jha(U.S. Patent No. 7,161,946). Claims SO and 90 
stand rejected under 35 U.S-C. § 102(e) as being anticiipatcd by Lamberton et at. (U.S. 
Patent Publication No. 2003/01 54259) (hereinafter Lamberton). 

Claims 1, 5-7, 9, 11, and 18 stand rejected under 35 U.S.C. §103(a) as being 
unpatentable over Jha and In view of Oguchi et al. (U.S. Patent Publication 2002/0067725) 
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(hereinafter Oguchi). Claim 55, 66, 71, and 77-80 ^nd rejected under 35 U.S,C. §103(a) 

as being unpatentable over Jha as applied to claim 49 in view of Hama (U.S. Patent 
Publication 2004/02021 71). Claims 8, 10, 12, and 19-22 stand rejected under 35 U.S.C. 
§1 03(a) as being unpatentable over Jha and in view of Oguchi and further in view of Hama. 
Claims 68 and 70 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Jha 
and in view of Chase (U.S. Patent No. 7,257, 1 1 8). Claims 72-76 stand rejected under 35 
U.S.C. § 1 03(a) as being impatentable over Jha and Kama and in view of Kompella. 
Applicants respcctftilly traverse these rejection^ in the following discussion. 

L THE CLAIMEp INVENTION 

An exemplary aspect of the claimed invention (e.g., as defined by the independent 
claims including independent claim I) is directed to a frame transfer method In a network for 
transferring a data frame sent from a source on the network to a predetennined destination, . 
the method including adding, to the data frame, an cxp^anslon tag containing information 
about forwarding to an egress node to the destination, tO make an expansion frame and 
relaying by one or more nodes on the network, the data frame based on the forwarding 
mfbrmation of the added expansion tag, to transfer the frame to the egress node, the node 
relaying the data frame by using the expansion tag to determine an output port without 
conducting an MAC address search. In addition, the ingress node in the network has a table 
which makes an address of the transfer destination and Identification information of the 
egress node correspond with each other and a table which makes identification information of 
the egress node and output port information correspond with each other. A core node in the 
network has a table which makes identification information of the egress node and output 
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port information correspond with each other. .Finally, the egress node has a table which 
makes an address of the transfer destination and output port information correspond with each 
other and a table which makes identification information of the egress node and output port 
information correspond with each other. 

Conventional Ethernet nodes determine an output port of an input Ethernet frame 
based on destination MAC address information. As a result of the destination MAC 
information being locally defined and 48 bits, every most requires an entry in a frame data 
base. In addition, a 4S-bit complete matching search ii required to determine an output port. 

The claimed invention, however, includes^ ^' 'an expansion ta^ containing itformation 
about forwardine: to an eeress node to the destination to make an expansion frame, and 
relaying the data frame based on the forwarding inforfnation of the added expansion tag to 
transfer the frame to the egress node by each node on the network,'^ and "said node relavmg 
said data frame bv using said expansion tag to determine an output port without conducting 
an MAC address search. " as recited in claim 1 . This is important for speeding up and 
simplijgong the search for the destination MAC address. (See the Application, page 4, lines 
1-23) In addition, these flraraes can be compatible with an existing node and an expansioii- 
tag-compatibie node. (See the Application, page 50, lihes 14-18) 

n, THE ALLEGED SECTION 112, SECOND PARAGRAPH REJECTION 

On page 3 of the Office Action, the Examiner rejects claims 1, 5-12, 18-22, 84, 89, 
and 90 as being indefinite for failing to particularly point out and distinctly claim the subject 
matter that Applicant regards as the invention. Applicant has amended the claims to obviate 
these rejections. 
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Fiitthcrmore, on page 4 of the Office Action, the Examiner alleges that where claim 

90 recites, among other things, 'deceiving an expansion frame with an expansion tag 

including forwarding infonnation of an ingress node Which comprises received said frame 

added to said data frame. toJjrarurfeiJ;h_ejT_a^^ to a path to each node on said network based on 

said forwarding information of said expansion tag," is confusing. Applicant has amended this 

claim to clarify the invention. Claim 90 now recites, iti partj, "receiving ari expansion frame 

with an expansion tag that includes forwarding information about being forwarded to an 

mgress edge node, said received expansion frame being added to said data frame to transfer 

the data frame to a path to each node on said network based on said forwarding infbrmation 

of said expansion tag." Accordingly, Applicant submits claim 90 is no longer confiising. 

Therefore^, Applicant respectfully requests the Examiner to reconsider and withdraw 

these rejections. 

ra. THE ALLEGED SECTION 101 REJECTION 

On page 4 of the Office Action, the Examiner tejects claims 82, 84, 89, 90, and 93 as 
being directed to non-statutory subject matter. 

While Applicant completely disagrees^ Applicant has anjended claims 82, 84» 89, 90, 
and 93 in order to breathe life into the frame transfer program, in order to expedite 
prosecution* 

Applicant submits that claims directed to storage media storing computer programs 
are well known and commonly accepted in the art, since the term program connotes a process 
and since such storage media are objects of manufacture, in view of the holding of In re 
Beauregard, 53 F.3d 1583 (Fed. Cir. 1995) wherein thfe Commissioner conceded **that 
computer programs embodied in a tangible medium, such as floppy diskettes, are patentable 
subject matter under 35 U.S.C. §101 and mu$t be examined under 35 U.S.C. §§ 102 and 
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103." U.S. Patent Number 5,710,578 issued on January 20. 1998, that includes claims 
directed to a **computer program product." 

"nienefore, Applicant respectfully requests the Examiner to reconsider and withdraw 
these rejections. 

TV* THE ALLEGED PRIOR ART REFERENCES 

Applicant submits that independent claims 1, 2^ 49, 50, 51, 56, 57, and 60 have been 
amended to include the subject matter of their respective dependent claims 19 and 77. 

On page 9 of the Office Action, claims 55^ 66^ 171 » and 77-80 stand rejected under 35 
U.S.C. § 103(a) as being unpatentable over Jha in vievirof Hama and on page 12 of the Office 
Action, claims 8, 10, 12, and 19-22 stand rejected under 35 U.SX. §103(a) as being 
unpatentable over Jha In view of Oguchi and furth^ in view of Hama. Applicants submit^ 
however, there are features recited m the rejected claims that arc neither disclosed nor 
suggested by Jha, Oguchi, or Hama, either alone or in combination. 

To establish a prima &cie case of obviousness^' several basic criteria must be met. 
First, rejections on obviousness grounds cannot be sustained by mere conclusory statements; 
instead, there must be some articulated reasoning with some rational underpinning to support 
the legal conclusion of obviousness (/» re Kahn, 441 F3d 977, 988 (CA Fed. 2006) cited 
with approval in KSRInt'l. v. Teleflex, Inc., 127 S-Ct. 1727 (2007)). In addition, the prior art 
reference (or references when combined) must still teach or suggest all the claim limitations, 
/n/^e K^iecJt,947F.2d488,20USPQ2d 1438 (Fed. Cir. 1991). See MPEP 706.02G). 

In particular, the respective independent claims now defines^ among other things, that 
the **ingre5s node in said network comprises a table which makes an address of said transfer 



PAGE 31/34 ' RCVD AT 1/11/2010 4:49:43 PM [Eastern Standard Time]' SVR:USPTO-EFXRF-6/16 ' DNIS:27383D0' CSID:7037612375' DURATION (mm-ss):0M6 



01/11/2010 16:46 7037612375 



MC GINN IP LAW 



PAGE 32/34 



Serial No. 10/617,353 30 
Docket No- MA-580-US 

destination and identification information of said egress node correspond with each other and 
a table which makes identification information of said egress node and output port 
information correspond with each other." 

Additionally, the claimed invention recites, among other things, "a core node in said 
network comprises a table which makes identification information of said egress node and 
output port information correspond with each other, " and that the **egres5 node comprises a 
table which makes an address of said transfer destinatlbn and output port information 
correspond with each other and a table which makes identification information of said egress 
node and output port information correspond with each other «" 

On the other hand, none of the applied referen<^s teach or suggest such these tables 
that designate destinations. Indeed, the Examiner admits that Jha fails to teach or suggest 
such an element. Furthermore, the Excuniner does not iailege that Oguchi teaches these 
elements. Instead, in attempt to construct the claimed invention^ the Exambier alleges that 
Hama to teaches "label and routing cables of edge (PE> routers.'* Contrary to the Examiner's 
allegation^ however, Hama does not make up for Jha's admitted deficiency. Instead of the 
claimed table s. Hama teaches label tables and not destination tables. 

By having the tables defined as defined in the claims in which **an address of said 
transfer destination and identification information of s3Jd egress node correspond with each 
other," and a table ^Svhich makes identification information of said egress node and output 
port information correspond with each other," that spe<}ify the output-port information which 
designates the destination^ the claimed invention makes a table for label switch unnecessary . 
That is, the claimed invention is difFerent from the label table and routing tables of Hama . 
Thus, Hama is directed to a completely different and distinct method of operation and a result 
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of this difference, Hama fails to make up for Jha's admitted deficiencies and therefore the 
alleged combinations do not teach or suggest every element of the claim invention. 

Accordingly, as described above, Jha fails to dteclose every dement as recited in the 
independent claims and, as admitted by the Examiner and Oguchi and Hama each foils to 
make up for Jha's deficiencies. 

Furthermore, the Examiner has improperly combined Jha and Hama because the 
Examiner has improperly applied a hindsight rationale for combining Hama and Jha. That is, 
without "some articulated reasoning with some rational underpinning to support the legal 
conclusion of obviousness," the Exam iner is clearly relying on Applicant's own invention 
and therefore has improperly rejected the invention under 35 U.S.C. §103(b)- 

Because the alleged combinations of Jha, Oguchi, and Hanria each fails to teach or 
suggest every element as claimed in the independent claims, independent claims 1, 2, 49-51, 
56, 57, 60^, 84, 89, 90, and 93 are improperly rejected ill light of Jha and Hama. Accordingly, 
Applicant submits that these claims are in condition for allowance. 

With respect to claims 5- 1 2, 1 8-22, and 65-82, which depend ftom independent 
claims 1 and 49 respectively, each of these claims contains all the limitations contained 
within independent claims 1 and 49 and are therefore are also in condition for allowance. 

Therefore, Applicants respectfully request the Examiner to reconsider and withdraw 
these rejections. 
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V. FORMAL MATTERS ANU CONCLUSION 

Fti view of the foregoing. Applicants submits tHat claims 1 , 2, 5-12, 18-22, 49-51, 56, 
57, 60, 65-82, 84, 89, 90, and 93, all the claims presently pending in the application, are 
patentably distinct over the prior art of record and arc In condition for allowance. The 
Exatniner is respectfully requested to pass the above application to issue at the earliest 
possible time. 

Should the Examiner find the application to be other than in condition for allowance, 
the Exatniner is requested to contact the undersigned at the local telephone number listed 
below to discuss any other changes deemed necessary in a telephonic or personal intervlftw 

The Commissioner is hereby authorized to chaiige any deficiency In fees or to credit 
any overpayment in fees to Attorney's Deposit Account No. 50-0481 . 



emitted. 



Date: 




Sean M. McGinn, Esq. 
Rcgi$tration No. 34,386 



McGinn IP Law Group^ PLLC 
8321 Old Courthouse Road, Suite 200 
Vienna, VA 22182-381 7 
(703) 761-4100 
CDStomer No. 2IZ54 
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